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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election of Group II, claims 2, 4-1 3 and 1 6 in the reply filed on 
06/09/2008 is acknowledged. Because applicant did not distinctly and specifically point 
out the supposed errors in the restriction requirement, the election has been treated as 
an election without traverse (MPEP § 818.03(a)). 

2. Claims 1, 14, 15 and 17 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to nonelected inventions, there being no allowable 
generic or linking claim. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 2, 5, 6 and 11-13 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

5. Claim 2 recites the limitation "the phenol resin emulsion comprises ... 3 to 40% of 
methyl ethyl ketone" in claim 16. There is insufficient antecedent basis for this limitation 
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in the claim as claim 16 defines "the content of methyl ethyl ketone being not more than 
10 wt.%" in the emulsion. 

6. Claims 5 and 6 provide for the use of the phenol resin, claim 1 1 provides for the 
use of hexarnethylenetetramine and claims 1 2 and 1 3 provide for the use of water, but, 
since these claims does not set forth any steps involved in the method/process, it is 
unclear what method/process applicant is intending to encompass. A claim is indefinite 
where it merely recites "use" or "used" without any active, positive steps delimiting how 
this use is actually practiced. 

Claims 5, 6 and 11-13 are rejected under 35 U.S.C. 1 01 because the claimed 
recitation of a use, without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper process 
claim under 35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 
1966). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. Claims 2, 4-13 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Warren (USPN 5,200,455), Suzuki et al. (JP 06306340) or Eguchi et 
al. JP 61278579, each in combination with Tsuji et al. (USPN 5,346,957), Moriyama et 
al. (JP 2002194060) and Hagiwara et al. (JP 05025451), individually 

In col. 2, lines 46-55, col. 4, lines 22-34, col. 6, lines 51-57 and col. 7, lines 61-63 
Warren teaches composite of rubber and metal material bonded with a vulcanizable 
aqueous adhesive comprising a phenol resin emulsion with as little 5% of an organic 
solvent for the phenol resin, an aqueous water-soluble polymeric substance solution, 
and a curing agent, such as hexamethylenetetramine, for the phenol resin. 

In the abstracts, Suzuki et al. and Eguchi et al. each individually teach 
vulcanizable aqueous adhesive for composites comprising a phenol resin emulsion with 
an organic solvent for the phenol resin, an aqueous water-soluble polymeric substance 
solution, and a curing agent, such as hexamethylenetetramine, for the phenol resin. 

Each of Warren, Suzuki et al. or Eguchi et al. differ from the claimed invention in 
that they do not specify methyl ethyl ketone as the solvent for the phenol resin. 
However, it is known in the art to use methyl ethyl ketone as a solvent for phenol resin 
in adhesive applications, such as taught by Tsuji et al. (col. 6, lines 44-46), Moriyama et 
al. (see abstract) and Hagiwara et al. (see abstract), in order to provide good dissolution 
for the resin. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made, to use methyl ethyl ketone as the solvent for the 
phenol resin in the vulcanizable adhesive of Warren, Suzuki et al. or Eguchi et al. in 
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order to obtain the advantages taught by Tsuji et al., Moriyama et al. or Hagiwara et al., 
motivated by a reasonable expectation of success. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dr. Kelechi C. Egwim whose telephone number is (571) 
272-1099. The examiner can normally be reached on M-T (7:30-6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571 ) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Dr. Kelechi C. Egwim/ 
Primary Examiner, Art Unit 1796 
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